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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1. The Office Action mailed 8/23/06 has been vacated. A corrected Office Action 
follows. Appendix A-C are included. The reply period for this Office Action will start from 
the mailing date of this communication. 

2. This office action is in response to the amendment and remarks filed on 
6/7/06. Claims 29-31 have been amended. Claim 26 is canceled. Therefore, claims 1-5, 
10-11, 21-25 and 27-31 are currently pending and are examined. 

3. The text of those sections of Title 35, U. S. Code not included in this action 
can be found in a prior Office action. 

4. Any objection or rejection of record, which is not expressly repeated in this 
action, has been overcome by Applicant's response and withdrawn. 

5. The Office is withdrawing the allowance of claims 5, 10 and 1 1 due to the new 
grounds of rejections applied below. 

Claim Rejections - 35 USC § 112, first paragraph (maintained) 

6. The rejection of claims 4-5, 10-11 and 21-22 under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for nucleotides encoding a 
polypeptide of SEQ ID NO: 2, does not reasonably provide enablement for the various 
fragments complement encoding a polypeptide comprising at least 190 contiguous 
amino acids residues of SEQ ID NO: 2 is maintained for reasons set forth in the Office 
Action dated 1/31/06 (pages 6-11) and below. Wand's factors were discussed in the 
previous Office Action dated 1/13/06. Applicant in the response filed 6/7/06 has not 
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indicated how complement will encode the polypeptide of SEQ ID NO: 2. As indicated 
previously there is a single polynucleotide disclosed with reference to IPM150 isoform 
A, SEQ ID NO: 2. There is no enabling disclosure to support a complementary 
sequence to encode a polypeptide of SEQ ID NO: 2. Despite knowledge in the art for 
producing a polypeptide the specification fails to provide any guidance regarding its 
complementary nucleotide sequences to encode polypeptide of SEQ ID NO: 2. Thus, 
undue amount of experimentation would be required to generate the polypeptide of 
SEQ ID NO: 2 using the complementary sequences. Claims 5, 10, 11 and 21-22 are 
rejected insofar as they depend from claim 4. 

7. The rejection of claims 4-5, 10-1 1 and 21-22 under 35 U.S.C. 112, first 
paragraph, as containing subject matter which was not described in the specification in 
such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed 
invention is maintained for reasons set forth in the Office Action dated 1/31/06 (pages 3- 
6) and below. Applicant in the response filed 6/7/06 has not indicated how complement 
will encode the polypeptide of SEQ ID NO: 2. The specification discloses the 
nucleotides of SEQ ID NO: 1 and nucleotides encoding SEQ ID NO: 2 (Page 10, 
paragraph 47). This meets the written description provisions of 35 USC 1 12, first 
paragraph. However, the specification does not disclose a complementary sequence 
that encodes a polypeptide comprising at least 190 amino acid residues of SEQ ID NO: 
2 contemplated by the Applicant. The claims as written, however, encompass 
sequences which were not originally contemplated and fail to meet the written 
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description provision of 35 USC 112, first paragraph because the written description is 
not commensurate in scope with the recitation of claim 4. The specification does not 
provide written description to support the genus encompassed by the instant claim. As a 
result, it does not appear that the inventors were in possession of complementary 
polynucleotide sequence set forth in claim 4. Therefore, only isolated polynucleotide 
encoding SEQ ID NO: 2 but not the full breadth of the claim meets the written 
description provision of 35 USC 112, first paragraph. Claims 5, 10, 1 1 and 21-22 are 
rejected insofar as they depend from claim 4. 

Claim Rejections - 35 USC § 112(New) 

8. Claims 1, and 23-25 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

8a. Claim 1 is rejected as being indefinite because the claim recites "wherein 
said nucleic acid segment is 100 to 3330 nucleotides in length and has sequence 
identity to SEQ ID NO: 1". The Office is assuming that the nucleotide fragment 
contemplated could have any percentage identity to SEQ ID NO: 1 and thus the claim is 
considered indefinite. Applicant can obviate the rejection by amending the claim to 
recite "wherein said nucleic acid segment is 100 to 3330 contiguous nucleotides of SEQ 
ID NO: 1". Claims 23-25 are rejected insofar as they depend from claim 1. 
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Claim Rejections - 35 USC § 102(New) 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9a. Claims 1, and 29-31 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Macke et al. (1996, Accession No.W26960). 

Macke et al. (1996, Accession No.W26960) discloses a 561bp cDNA fragment 
(EST) from human retinal library. Claim 1 is drawn to polynucleotide comprising a 
nucleic acid segment or its complement that is 100 to 3330 nucleotides long that has 
identity to SEQ ID NO: 1. It is noted that the claim does not indicate any specific percent 
identity. In addition, claims 29-31 are drawn to polynucleotide primers or probes 
comprising a nucleotide sequence that is identical to or complementary to SEQ ID NO: 
1 and between 12 and 100 contiguous nucleotides in length. As can been seen in 
Appendix A, the EST fragment disclosed by Macke et al. contains at least 300bp that 
are identical to SEQ ID NO: 1. Therefore, claims 1 and 29-31 are anticipated by Macke 
et al. (1996, Accession No.W26960). 

9b. Claims 1, 23-25 and 29-31 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Gelfand et al. (U. S. Patent No. 5, 466, 591). 
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Gelfand et al. discloses SEQ ID NO: 11 which has a 20bp that is identical to 20 
nucleotides of SEQ ID NO: 1 of the instant invention (see Appendix B). Claim 1 is drawn 
to polynucleotide comprising a nucleic acid segment or its complement that is 100 to 
3330 nucleotides long that has identity to SEQ ID NO: 1 . It is noted that the claim does 
not indicate any specific percent identity. Further, claims 23 and 24, are drawn to 
nucleic acid segment that is at least 500 and 1000 nucleotides long and that has identity 
to SEQ IDNO: 1. In addition, claims 29-31 are drawn to polynucleotide primers or 
probes comprising a nucleotide sequence that is identical to or complementary to SEQ 
ID NO: 1 and is between 12 and 100 contiguous nucleotides. Therefore, claims 1, 23- 
25 and 29-31 are anticipated by Gelfand et al. (U. S. Patent No. 5, 466, 591). 

9c. Claims 1, 23, 24 and 29-31 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Felbor et al. (1998, Reference C10 on PT01449 Of 2/05/2004, also 
Accession No. AF01 7776.1). 

Felbor et al. (1998, Accession No.AF017776.1) discloses a 1235 bp cDNA 
fragment of human interphotoreceptor matrix gene (IPM150), exon 17. There is identity 
to about 700 nucleotides and appears not to be non-coding. . Claim 1 is drawn to 
polynucleotide comprising a nucleic acid segment or its complement that is 100 to 3330 
nucleotides and has identity to SEQ ID NO: 1. Further, claims 23 and 24, are drawn to 
nucleic acid segment that is at least 500 and 1000 nucleotides long and that has identity 
to SEQ IDNO: 1. In addition, claims 29-31 are drawn to polynucleotide primers or 
probes comprising a nucleotide sequence that is identical to or complementary to SEQ 
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ID NO: 1 and is between 12 and 100 contiguous nucleotides. As can been seen in 
Appendix C1-2 the cDNA fragment disclosed by Felbhor et al. contains at least 1235bp 
and has identity to SEQ ID NO: 1. Therefore, claims 1, 23, 24 and 29-31 are anticipated 
Felbor et al. (1998, Reference C10 on PT01449 Of 2/05/2004, also Accession 
NO.AF01 7776.1). 

Conclusion 

10. Claims 2, 3, 27 and 28 are allowable. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jegatheesan Seharaseyon, Ph.D whose telephone 
number is 571-272-0892. The examiner can normally be reached on M-F: 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brenda Brumback can be reached on 571-272-0961. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JS 

Art Unit 1647, 
October 10, 2006 



CHRISTINE J. SAOUD 
PRIMARY EXAMINER 
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